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I. TRADE-MARKS GENERALLY. 
I, 1. Nature or Trape-Marxk RiGuts. 
I, 1, § 1. Character of Right. 


a. Basis of Right. 

In the case at issue, if plaintiff manufactured only chucks and they 
all bore the name “Magic,” such name could easily have acquired a 
secondary meaning as identifying its manufacture. Where, however, plain- 
tiff manufactured a great variety of tools, none of which except said 
chuck bore the “Magic” trade-mark, such word held to designate the kind 
of tool rather than its manufacturer. 446 


I, 1, § 2. Extent of Right. 
a. As to Territory. 


The adoption and use by the plaintiff in 1922 of the name “Ritz” as a 
trade-mark for toilet preparations, and the fact that his business therein 


grew to large proportions, both in the States of New York and New Jersey 
and other states of the United States, held not sufficient grounds for enjoin- 
ing the use by defendant of the mark “Charles of the Ritz” on similar 
preparations, especially as the name “Ritz” had been adopted by defend- 
ant’s predecessor as early as 1912 and the use of such name, either alone or 
in the pharse “Charles of the Ritz,” had been continuous thereafter. 117 


b. As to Goods. 
The prior adoption and use by defendant of the word “Victor” as a 
trade-mark on talking machines held to have established its right to the 
exclusive use of said name in connection with radio apparatus. 474 


I, 1, § 3. Who May Have. 


a. Partnership. 
Inasmuch as a trade-name or a trade-mark is part of the good-will in 


the assets of a partnership, such a partnership has the right to their use 


until the termination thereof. 557 
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I, 1, § 5. License to Use. 
Plaintiff having granted defendant the use of the name “Drugateria” 
for drug stores for a valuable consideration, such license became irrevo- 
cable. 511 


Where plaintiffs in 1922 gave defendant for a consideration a license 
to use the name “Drugateria” in connection with the sale of drugs, they 
could not, after a lapse of six years, claim any right in such name, nor 
damages for its past use. 511 


I, 2. Wat May Be a Trape-Mark. 
I, 2, § 3. Descriptive and Generic Terms. 
(See also p. xxvi, post.) 


The following marks are held to be descriptive: 
“Pig Stand” and “Pig Sandwich,” for ham and other meat sand- 


“Coney Island,” for refreshment stands 
I, 3. Trrte to A TrapE-Mark. 


I, 3, § 2. Assignment and Devolution. 


a. By Sale of Business. 
An assignment of the business and good-will of the business carries 
with it the trade-mark used in connection with such business and good-will. 


A formal assignment of the trade-mark is not necessary. 5 


The sale of property and good-will of an established business includes 
the trade-names and trade-marks used therewith, unless the contrary is 
shown. 563 


b. In Insolvency. 

A sale of trade-marks, together with the good-will of the business made 
to the trustee in bankruptcy and by him to appellant, held valid. Hence, 
the decision enjoining the use by appellee of the mark “White Satin” in 
its corporate name was affirmed. 5 


Since the value of a trade-mark or trade-name is that it identifies 
to the public merchandise or business of a certain origin, neither can 
normally, in the absence of a permissive statute, be transferred or assigned 
except with the business, of which it is the outward sign. 511 


I, 3, § 4. Under Trading with Enemy Act. 
The firm of Mulhens & Kropff, predecessors of plaintiff corporation, 
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had, since 1878, been manufacturing and selling toilet preparations bearing 
the trade-mark “4711,” as sole American agents of the German house of 
Miilhens, established in Cologne in 1792, said products being prepared 
under a secret formula known only to the parent house. When, under 
the Trading with the Enemy Act, the business and good-will of the partner 
Muehlens was seized by the Alien Property Custodian and conveyed to 
Kropff, held that the Custodian could not seize the secret recipe, but only 
the potential good-will of any business in “4711” products that might 
thereafter be established in the United States. 423 


I, 4. INFRINGEMENT. 


I, 4, § 1. Elements. 

After plaintiff and its predecessors had adopted and continuously used 
since 1878 a trade-mark for baking powder, canned goods, flour, spices 
and coffee, consisting of the word “Monarch” and a lion’s head, defend- 
ant’s use of the word “Monarch” alone as a grade-mark on packaged 
coffee, so printed as to simulate plaintiff's mark in appearance, held 
infringement; and a decision of the lower court denying injunction was 
reversed. 172 


The use by defendants of the word “Wonder Pocahontas” on coal 
not mined in the Pocahontas coal fields was calculated to deceive purchasers 
not less than if the word “Pocahontas” alone had been used, and the 
decision enjoining such use was affirmed. 495 


The use by appellant in advertising its calendar pads of the phrase 
“this calendar pad fits Perfection” (“Gem” or “Jumbo Gem’) bases 
requiring No. 3 pads, held not to infringe appellee’s use of said words as 
trade-marks, inasmuch as there was nothing in such use to deceive or 
confuse the purchaser as to the origin of the goods. 502 


I, 4, § 2. Conflicting Marks. 
(See also p. xxix, post.) 
The following marks are held to conflict: 
“Papsinated” and “Pepsodent” 
“Au-Tow-Line” and “Auto-Tow-Line” 
“Kodak” and “Audak” 


The following marks are held not to conflict: 
“Ritz” and “Charles of the Ritz” 
“Magic” and “Magic Type” 
“All-Fiction” and “Fiction Stories” 
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A trade-mark consisting of the picture of a pig with the words “Pig 
Sandwich” extending from shoulder to hind leg, held not to be confusingly 
similar to a trade-mark consisting of another picture of a pig with a cap 
on the head and white apron passing around the neck and extending to 


the hoofs, thus representing a waiter, with the word “Dixiepig” immediately 
thereunder. 287 


I, 4, § 3. Goods of Same Descriptive Properties. 
(See also p. xxxi, post.) 
The following are held to be goods of the same descriptive properties: 
Catamenial bandages and tablets for relieving menstrual pains... 592 


I, 4, § 5. Unauthorized Use. 

Plaintiff and its predecessors had since the year 1901 used the name 
“Magic” on drill chucks manufactured by them under a patent which 
expired in 1920. Inasmuch as plaintiff’s name had not appeared in con- 
nection with the trade-mark and as the name itself was somewhat descrip- 
tive of the goods and had not acquired a secondary meaning as indicating 
exclusively plaintiff's chucks, plaintiff could not prevent defendant from 
using the words “Magic Type” on similar chucks manufactured by it. 446 


I, 5. Surrs ror INFRINGEMENTS. 


I, 5, § 4. Evidence. 
Since an appeal from a decree in equity is not a trial de novo, plaintiff 
was not permitted to file affidavits relating to defendant’s interstate sale 


of the infringing goods, when such affidavits had not been introduced at 
the trial. 63 


I, 5, § 5. Defenses. 


c. Laches. 
In the case at issue, where plaintiff did not learn that retail grocers 
were advertising defendant’s coffee as “Monarch” till 1925 and then 


promptly protested, held there was no such laches as to preclude relief by 
injunction. 172 


Where plaintiff, for some time after the expiration of the patent, con- 
tinued to mark the article as being patented, it could not be heard to say 
that defendant should earlier have discovered its deception. 446 


d. Public Policy. 
The fact that some of the contraceptive products put out by the plain- 
tiff under the trade-mark “Trojan” were used illegally by drugstore 
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patrons, held not to annul plaintiff’s right to be protected in its use, since 
plaintiff's sales to retail druggists were entirely legal. 63 


I, 5, § 7. Decree. 


a. Form. 
The approval by the court of defendant’s magazine title and cover in 
an ex parte proceeding held an improper exercise of the court’s power. 480 


b. Modification. 

Where there was a misunderstanding on the part of the defendant 
as to the precise meaning of a decree restraining it in the use of the trade- 
mark “4711” on certain products, it was proper for defendant to move 
to recall mandate to make it more specific. 431 


c. Violation—Contempt. 

Where, after an injunction restraining appellee from the use of the 
words “Au-Tow-Line” on special rope for towing motor cars, appellee 
under a new name began to distribute a similar product marked with the 
name “Auto-Tow-Line,” a contempt proceeding was rightly brought 
against him. 351 


Where defendant had been restrained from using the trade-name “All- 
Fiction,” or any similar word, on its magazine, it could not be held in 
contempt for non-compliance on the ground of the use of the words “Fic- 
tion Stories” and a particular magazine cover when both had been approved 
by the court. 480 


I, 6. Importation UNpberR Tarirr ACT. 


I, 6, § 1. Subject Matter. 

Section 401 of the Tariff Act does not prevent importation of the goods 
themselves, but only when bearing the foreign trade-mark, its purpose 
being to protect the American owner in his right to control the mark in 
this country. 167 


In an action brought to restrain defendant from interfering with the 
importation by appellant of an automobile bearing the trade-mark “H-S,” 
owned by an American corporation, under Sec. 401 of the Tariff Act, 
held that the word “merchandise” as used in said act covers automobiles, 
even though imported solely for personal use. 167 
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I, 6, § 2. Constitutionality. 

The contention that Section 401 of the Tariff Act is unconstitutional held 
unfounded, inasmuch as the courts have repeatedly held that Congress 
has power to regulate the type of merchandise imported into the country, 
and that merchandise legally purchased and used elsewhere may be 
prohibited from entry and use here. 167 


I, 6, § 3. Jurisdiction. 

Where goods bearing a trade-mark owned by a United States citizen 
are imported into the country by another, Section 526 of the Tariff Act 
which provides that the importer may be enjoined from dealing in the 
merchandise within the United States or required to export or destroy same 
to remove or obliterate the trade-mark, held enforcible only by a 
court. 283 


In as much as under Section 526 of the Tariff Act, the importer of 
goods bearing an American-owned trade-mark is permitted to retain the 
goods after the trade-mark is removed, the importer has the right to 
petition the Collector of the Port to file libel for forfeiture, and if he 
fails so to do, the court shall determine whether the goods shall be 
exported or destroyed, or admitted to enter after removal or obliteration 
of trade-marks and on payment of customs duties and other lawful 
charges. 283 


II. REGISTRATION OF TRADE-MARKS. 
II, 4. Errect or ReGrstTraTion. 


II, 4, § 2. Act of 1905. 
The Federal Trade-Mark Registration Act in no way alters the common- 
law rights relating to trade-mark ownership and use, but merely provides 
machinery for registration and remedies against infringement. 157 


a. Ten-year Clause. 

In an opposition proceeding brought against the registration of the 
word “Montevallo” as a trade-mark for coal under the ten-year clause 
of the Trade-Mark Act, where it was shown that other coal operators in 
the Montevallo district were using this name on their coal at the time 
of appellant’s application, the Commissioner’s decision sustaining the 
opposition was affirmed. 239 
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patrons, held not to annul plaintiff’s right to be protected in its use, since 
plaintiff's sales to retail druggists were entirely legal. 63 


I, 5, § 7. Decree. 


a. Form. 
The approval by the court of defendant’s magazine title and cover in 
an ex parte proceeding held an improper exercise of the court’s power. 480 


b. Modification. 

Where there was a misunderstanding on the part of the defendant 
as to the precise meaning of a decree restraining it in the use of the trade- 
mark “4711” on certain products, it was proper for defendant to move 
to recall mandate to make it more specific. 431 


c. Violation—Contempt. 

Where, after an injunction restraining appellee from the use of the 
words “Au-Tow-Line” on special rope for towing motor cars, appellee 
under a new name began to distribute a similar product marked with the 
name “Auto-Tow-Line,” a contempt proceeding was rightly brought 
against him. 351 


Where defendant had been restrained from using the trade-name “All- 
Fiction,” or any similar word, on its magazine, it could not be held in 


contempt for non-compliance on the ground of the use of the words “Fic- 
tion Stories” and a particular magazine cover when both had been approved 
by the court. 480 


I, 6. Importation Unpver Tarirr ACT. 


I, 6, § 1. Subject Matter. 

Section 401 of the Tariff Act does not prevent importation of the goods 
themselves, but only when bearing the foreign trade-mark, its purpose 
being to protect the American owner in his right to control the mark in 
this country. 167 


In an action brought to restrain defendant from interfering with the 
importation by appellant of an automobile bearing the trade-mark “H-S,” 
owned by an American corporation, under Sec. 401 of the Tariff Act, 
held that the word “merchandise” as used in said act covers automobiles, 
even though imported solely for personal use. 167 
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I, 6, § 2. Constitutionality. 

The contention that Section 401 of the Tariff Act is unconstitutional held 
unfounded, inasmuch as the courts have repeatedly held that Congress 
has power to regulate the type of merchandise imported into the country, 
and that merchandise legally purchased and used elsewhere may be 
prohibited from entry and use here. 167 


I, 6, § 3. Jurisdiction. 

Where goods bearing a trade-mark owned by a United States citizen 
are imported into the country by another, Section 526 of the Tariff Act 
which provides that the importer may be enjoined from dealing in the 
merchandise within the United States or required to export or destroy same 
to remove or obliterate the trade-mark, held enforcible only by a 
court. 283 


In as much as under Section 526 of the Tariff Act, the importer of 
goods bearing an American-owned trade-mark is permitted to retain the 
goods after the trade-mark is removed, the importer has the right to 
petition the Collector of the Port to file libel for forfeiture, and if he 
fails so to do, the court shall determine whether the goods shall be 
exported or destroyed, or admitted to enter after removal or obliteration 
of trade-marks and on payment of customs duties and other lawful 
charges. 283 


II. REGISTRATION OF TRADE-MARKS. 
II, 4. Errect or REGIstTration. 


II, 4, § 2. Act of 1905. 
The Federal Trade-Mark Registration Act in no way alters the common- 
law rights relating to trade-mark ownership and use, but merely provides 
machinery for registration and remedies against infringement. 157 


a. Ten-year Clause. 

In an opposition proceeding brought against the registration of the 
word “Montevallo” as a trade-mark for coal under the ten-year clause 
of the Trade-Mark Act, where it was shown that other coal operators in 
the Montevallo district were using this name on their coal at the time 
of appellant’s application, the Commissioner’s decision sustaining the 
opposition was affirmed. 239 
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II, 5. THe Appuication. 


II, 5, § 4. Statement. 


a. Use Required. 
The use of a mark required by the statute as a condition of registration 
must be a legal use, justified upon sound principles of truth and 
morality. 122 


II, 5, § 8. Classification of Goods. 
Where the labels and statement did not agree as to the class of goods, 
applicant was required to amend its application so as to show clearly 
the goods claimed. 213 


II, 5, § 10. Disclaimer. 
Applicant having disclaimed the words “Fashion Plate” in a former 
application to register a composite mark, held not entitled to register said 
words for the same goods. 536 


II, 8. ReoistrasLeE Marks. 


II, 8, § 1. Color. 
A trade-mark for gasoline consisting of a blue color imparted thereto, 
held unregistrable, in as much as no one can have a monopoly in mere 
color. 328 


Under the Trade-Mark Act color alone may not be monopolized as a 
trade-mark; and, were it conceded that color alone could be a trade-mark, 
it would still be unregistrable for being descriptive. The color violet 


imparted to gasoline cannot, therefore, constitute a registrable trade- 
mark. 331 


A mark consisting of “a yellow or gold colored lining on the inside of 
the staple stick or refill,” held unregistrable. 421 


II, 8, § 3. Descriptive and Generic Terms. 
(See also p. xxi, ante.) 
The following marks are held to be descriptive and unregistrable: 
“Featherweight,” for concrete roof slabs 
“Peerless,” for radio apparatus and parts 
“No-Nox,” for motor oils 
“Crow-Tox,” for non-poisonous liquid protective against birds 
(misdescriptive ) 
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“Forced Underfiring,” for coal-burning stokers 

“Wired Heat,” for electric heaters 

“Copperweld,” for electric wires 

“Radiofilm,” for combined sound and motion picture films....... 
“Off the Cob,” for canned corn 

“Ensemble,” for combination undergarments 

“Mural,” for heating radiators 


The following marks are held not to be descriptive: 
“Kalas-Sill” (Swedish), for canned fish 
“Safety Roll,” for can openers 


II, 8, § 4. Marks Publici Juris. 
The familiar form of an article of furniture, like the descriptive word, is 
open to appropriation and use or imitation by anyone. 1 


Where appellant’s use of the word “Society” on articles of clothing 
antedated that of appellee, the latter could not raise the issue of publici 


juris and require appellant’s mark to be restricted to the particular 
goods. 33 


In an opposition brought against the registration of the words “Polly 
Peachtree” as a trade-mark for toilet water, perfumes, bay rum and 


similar goods, the words being presented in script form, on the ground of 
opposer’s use of the words “Peaches,” “Peach Blow,” “Peach Cream” and 
“Velvet of Peaches” on similar goods held that appellant’s marks are valid, 
but that anyone manufacturing perfume made from “peach blossom,” has 
a right to use thereon the word “peach” to describe same. 199 


II, 8, § 5. Geographical Terms. 
The words “Chrysler Plymouth,” shown in connection with a sea- 
going vessel, held not merely geographical as a trade-mark for automobiles, 
inasmuch as appellant’s factory is not located in Plymouth, and the name, 


moreover, has come to indicate qualities of character quite apart from 
its original meaning. 


The following mark is held to be merely geographical: 
“Vigo,” on a cleansing preparation 


The following mark is held not to be merely geographical: 
“Everest,” for watches and watch cases 
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II, 8, § 6. Proper Names. 

The name “E. W. Williams” presented in the form of a facsimile sig- 
nature, held sufficiently distinctive to overcome the prohibition of Sec- 
tion 5 of the Act, which denies registration to surnames, “unless written 
in some particular or distinctive manner.” 188 


The fact that a mark consisting of the name “E. W. Williams” was 
presented in the form of a facsimile signature held insufficient to prevent 
confusion with a mark consisting essentially of the name “Williams,” 
when the latter mark had been used and advertised long and extensively 
for goods similar to those of the applicant. 188 


Mere differentiation in the appearance of a surname caused by individual 
characteristics of handwriting held inadequate to avoid the confusion likely 


to arise by applying such name to goods similar to those already bearing 
the same name. 188 


The surname “Kahn’s” in a more or less conventional script with 
paraph held not distinctively presented, hence unregistrable. 281 


The name “Wix” held unregistrable as being merely a surname and 
not distinctively presented. 540 


The word “Vogue” held unregistrable, as it is merely the name of 
applicant company. 571 


The words “Paul Jones” held unregistrable for shoes, as they are the 
name of opposer, an officer of a company manufacturing shoes. 571 


II, 8, § 7. Representation of Goods. 
A mere representation of the goods on which the mark is used cannot, 
without distinctive features, be registered as a trade-mark. 97 


A mark consisting of a single peanut colored red held unregistrable as a 
trade-mark for peanuts. 281 


II, 8, § 8. Ornamental Features of Goods. 
A mark consisting of “an inner band of white, a band of red peripherally 
outside of the white band and a band of black peripherally outside of the 


red band,” held an ornamental feature of the goods, hence unregis- 
trable. 544 
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A mark for shoe laces consisting of a series of alternating black and 
white stripes disposed vertically about the side and ends of a pasteboard 
box, held unregistrable, as it is merely an ornamental feature. 642 


II, 8, § 10. Corporate Names. 
The word “Gy-Ro” held unregistrable, as being an essential part of the 
Gyro Club of Cleveland, Ohio. 602 


The word “Wizard” held unregistrable for crushers and shredders, since 
it is the name of a corporation, Wizard, Inc. 533 


II, 8, § 20. Conflicting Marks. 
A mark consisting of a plurality of blue specks of irregular size on the 
surface of lumps of coal held to conflict with a mark consisting of coloring 
the surface of some of the lumps blue. 57 


A mark consisting of a sketchy map of the Southwestern United States, 
including California and part of the Pacific Ocean, all arranged in a circle, 
held to conflict with a mark consisting of the word “California” and a map 
of California. 526 


The following marks are held to conflict: 
(See also p. xxii, ante.) 
“Rotex” and “Kotex” 


“Tris” and “Crepe Iris” 
EN NS ns oc ain deers eaten tases Sawddc wees 128, 151 
“Air-O” and “Arrow” 


“Ammo-Phos-Ko” and “Nitrophoska” 

“Diamond Test” and “Diamond Edge” 

“Victory” and “Victor” 

“Magnetic” and representation of horseshoe magnets, and 
representations of horseshoe magnets 

“Slenderknit” and “Slenderette” 

“Beauty and Charm” and “Charm” 

“Coal-O-Matic” and “Oil-O-Matic” 


“Snow-Bird” and “Snow-Flyer” 
“Froco” and “Roco” 


“Gillette” with letter G large and crossed on a scroll and “Gillette” 
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“Fashion Row” and “Fashion Park” 

“Permanize” and “Simoniz” 

“Lemon Frost” and “Jack Frost” 

“Oxol” and “Oxydol” 

“George H. ‘Babe’ Ruth” and “Baby Ruth” .. 

“Red Arrow” and “Arrow” 

“Lucky” and “Lucky Strike” 

“Cerowax” and “Syncera” 

“Dip” and “Rough Dip” 

“Seven Ten” and “Eight O’clock” 

“Tiol” and “Tydol” 

“Broxie” and “Moxie” 

“Opal-Tex” and “Celotex” 

“Flametex” and “Celotex” 

“Foot Preserver” and “Arch Preserver” 

“Fir-Tex” and “Celotex” 

“White Chicken” and “Chicken of the Sea” 

“White Star” and five-pointed white star 

“Valdemix” and “Valdelithic” 

“Cine-Tone” and “Cinephone” 

“Taurex” and “Torex” 

“Lush’us Peas” and “Lusk’s Luscious” 

“Tee-O-Matic” and “Icy-O” 

“Polly-Ann” and “Pollyanna” 

“Chromolite” and “Chromalox” 

“Arctic-Aire” and “Frigidaire” 

“The California Broadcaster” and “The Broadcaster” 

“Corkseal” and “Korkpak” 

“Vapozoin” and “Vaporub” 

“Kanetex” and “Celotex” 

“Greyhound” and picture of greyhound, and representation 
greyhound 

“Slices O’ Gold” and “Sunset Gold” 


The following marks are held not to conflict: 
“Pinoflor” and “Ed. Pinaud,” with device of basket of flowers... 
“Am-Po-Nite” and “Am-Po-Nitrate” and “Ammo-Phos” 
“Polly Peachtree” and “Peach” or “Peach Blow” 
“Luna” and crescent device displaying man’s face, star and 
letter H 
“Adjust-O-Matic” and “Oil-O-Matic” 
“Kansas Pilot” and “Sky Pilot” 
“Treasure” and “TreZur” 
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“Magnacolor” and “Magnafilm” 
“Sun-Maid” and “Sun-Kist” 

“Lovelox” and “Notox” 

“Kling” and “Klutch” 

“Quality Five” and “The Friendly Five” 
“U-Co” and name The Upjohn Company 


A mark consisting of the representation of a girl dressed in bathing 
suit, cap and shoes, about to dive from a springboard held not confusingly 
similar to a mark consisting of the picture of a girl in a bathing suit with 


arms and limbs extended and appearing to be in the air in the act of 
diving. 97 


Blue stripe applied along the back edge of blade, and a red stripe, 
streak or band, on knives, saws, etc., with blue on the sides of the cutting 
points. 220 


II, 8, § 21. Goods of Same Descriptive Properties. 


The following are held to be goods of the same descriptive properties: 
Glacé fruit and canned fruits and vegetables and fruit salad. 23 


Ice cream, sold in cones, and ginger, lemon and vanilla snaps. 27 


Dress and negligee shirts, blouses and boys’ shirts and pajamas, and 
men’s knickerbockers, coats, overcoats, vests and trousers and children’s 
knickerbockers. 33 


Fresh fruits and canned fruits and vegetables. 50 


Men’s and women’s cloth belts and handkerchiefs, nightshirts, pajamas, 
undershirts, underdrawers and union suits. 130 


Threads, fabrics and women’s and children’s outerwear, also men’s 
hose, shirts and underwear held to be of the same descriptive properties 
as knitted and textile underwear such as vests, bloomers, knickerbockers, 
drawers, union suits, chemises, envelope chemises, corset covers, night 
gowns, bathing suits, pajamas, pettibockers, step-in drawers, princess 
slips, bandeaux chemises, and men’s silk underwear. 151 


Medicines for animals, birds and fish and aquarium cement, bird seed 
and seed cake. 180 
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Sugar held to possess the same descriptive properties as meat products, 
condiments, canned and fresh vegetables, canned, fresh and preserved 
fruits, canned fish, food flavoring extracts, canned soups, syrups, flour, and 
tea. 192 


Phonographs and radio receivers. 216 


An automatic device for feeding fuel to coal-burning furnaces and a 
similar device for feeding oil to oil-burning furnaces. 246 


Bond writing paper and pads, wrappers and booklets. 249 
Sanitary solvents for cleaning, disinfecting and deodorizing toilet bowls, 


and gasoline for cleaning garments, fabrics, carpets, automobile seats and 
other articles. 264 


Chewing gum and chocolate candies. 
Storage batteries and motor fuel oil. 


Electric toasters, heating pads, sadirons and curling irons, and ranges, 
oil stoves and vapor stoves. 275 


Toilet soaps and cosmetics. 


Soda water or “pop” and concentrated extracts and syrups for making 
non-alcoholic, maltless beverages. 311 


Soap powder and a liquid chlorine solution, used as a disinfectant, 
germicide, deodorant, sterilizer, cleaner and bleacher. 314 


Leather shoes and rubber boots and shoes, rubber overshoes and rubber 
sole canvas shoes. 323 


Mineral wax and petroleum wax 345 
Cold creams and skin creams, and preparations for the treatment 
of the skin 421 
Unitary apparatus for synchronous reproduction of light and 
sound effects, and talking motion-picture films 485 
Tablets and capsules used as a biliary stimulant, and concentrated 
beef bouillon 
Table syrups and fountain syrups 
Oil burners and heating units for burning coal, oil, gas or wood 
Scrim and cotton-yarn marquisettes 
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The following are held to be goods of different descriptive properties: 
Hosiery and toilet goods, such as cosmetics, perfumes, creams and 
lotions. 338 


II, 8, § 22. Functional Feature of Goods. 

A mark for hosiery consisting of a “ridge composed of a few, immedi- 
ately successive, accumulated courses of knitted loops of the self-color of 
the hosiery completely encircling the same upon the outer surface thereof 
a short distance below the welt,” the subject of a patented process for 
preventing runs in hosiery, held unregistrable, inasmuch as it is merely 
a functional feature of the goods. 36 


A mark consisting of “a band or coating of metallic silver-like com- 
pound arranged about the perimeter of glass sheets including laminated 
glass sheets in the case of small sheets, and extending slightly inward 
between the glass sheets and showing through the glass in the case of 
large laminated glass sheets, the fundamental feature being the silver- 
like band about the perimeter of the glass but no claim being made to the 
representation of the goods per se,” held registrable. 166 


A mark consisting of “a V-shaped groove in the tenon of a door,” held 
to be a mere functional feature of the door, hence unregistrable. 537 


II, 8, § 23. Grade-Marks. 


A mark may indicate the grade of the user’s goods and yet be a valid 
trade-mark if it clearly indicates origin in the user thereof. 164 


II, 9. For Wuart Goons. 
Applicant held entitled to register as a trade-mark for blank checks, 


a representation of a partly husked ear of corn, as the checks are actually 
sold for a consideration. 545 


II, 10. No Trape-Marx Use. 


Appellee, having made no use of the word “Silkenese” on its goods, 
held not entitled to registration. 128 


The notation “Model-B” held unregistrable as being a style name, rather 
than a trade-mark. 221 


The word “Toledot,” with three dots before and after the word, held 
unregistrable for porcelain enameled finishes, since applicant did not 
sell these goods, but only articles that had been finished. 221 
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The term “Ryder Cup” held unregistrable for golf bags, as applicant 
merely furnished the bags gratis to members of the Ryder Cup team. 279 


The name “McBride’s” held unregistrable as a trade-mark for tickets 
for amusement enterprises, as these are merely tokens of service. 280 


II, 12. INTERFERENCES. 


II, 12, § 2. Evidence. 
The use of the words “Dining Car” as a trade-mark on coffee sold to 
railroad companies prior to use of the mark on goods sold to others held 
to be sufficient to establish priority. 60 


Where, in an interference proceeding, the proof of priority depended 
on the abandonment of the mark by a third party, the latter’s statement 
that she had abandoned the mark, unsupported by other evidence, held 
insufficient, particularly as said party was shown to have assigned the 
mark to others prior to the alleged date of abandonment. 141 


Proof of assignment of mark to appellant, prior to its use by appellee, 
but without conveyance of the business and good-will, held to be insufficient 
to support claim of priority. 218 


In an interference proceeding involving the use of the trade-mark 
“Yacht Club” on canned fish, where appellant, a French canning firm, 
claimed priority through title from its alleged agent, registrant of the 


mark in the United States, the evidence held insufficient to support claim 
and the Commissioner’s decision denying registration to appellant was 
affirmed. 253 


The act of originating trade-mark, while not controlling on question 
of priority, has corroborative effect on other parts of appellant’s evi- 
dence. 277 


In order to establish the interstate sale of goods bearing the trade- 
mark required by the Act, it is not material how the purchaser uses them 
or whether he uses them at all. Moreover, the fact that the transaction 
was effected by appellee’s desire to meet requirements of the law did not 
destroy appellee’s right, if, in fact, it did meet these requirements. 396 


II, 12, § 5. Termination. 
a. By Dissolution. 


A motion to dissolve filed by one party (appellant) to an interference, 
held equivalent to an acquiescence or consent of the party to registration 
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by the other. Moreover, in these conditions appellant could not adduce 
as an assignment of error the fact that the Examiner of Interferences 
made no ruling upon its motion to dissolve, inasmuch as such a ruling is, 
under the act, the province of the Examiner of Trade-Marks. 206 


An application for the registration of the mark filed by a foreign 
company, which was later assigned to appellant and then abandoned, 
held not to disprove that latter did not have exclusive use of the mark 
during the ten-year period. 641 


II, 18. Oppositrions. 


II, 13, § 1. The Opponent. 

Where in an opposition to the registration of an Indian head for canned 
fruits and vegetables, on the ground of opposer’s prior use and registra- 
tion of a similar mark for fresh fruits, applicant cited an assignment by 
opposer to applicant’s predecessor of all rights in and to the mark as 
applied to canned fruits and vegetables, it was held that such assignment 


did not estop appellant to oppose the application, and that the mark 
should not be registered. 50 


Mere acquiescence in the use of one’s trade-mark by another, though 
for an extended period, will not, in itself, bar the owner from asserting 
his right thereto at any time. That agents of appellant sold the goods 
of appellee constituted a fraud which appellee could have restrained in 


equity, but it was not sufficient to create estoppel against the applicant 
in the present case. 180 


In order to oppose the registration of a trade-mark under the ten-year 
clause it is not necessary that the opposer should have used the same or 
a similar trade-mark during the ten-year period, but only at the time of 
application by others. 239 


The fact that opposer in a prior registration of the words “Arch 
Preserver” disclaimed the word “Preserver” did not deprive him of the 
right to oppose the registration of a mark consisting of the words “Foot 
Preserver,” inasmuch as any one may oppose registration by showing that 
he would be damaged thereby. 374 


II, 13, § 10. Evidence. 
Although the label filed with appellee’s application was not in the exact 
form actually used on the goods, there was no evidence of any intention 


to misrepresent the facts. Appellants could not, therefore, plead the 
defense of “unclean hands.” 138 
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The use by appellant in connection with his trade-mark “Purple Cross” 
of the legend “Trade-Mark Registered U. S. Patent Office,” when said 
mark had never been registered, held not to be sufficient grounds for dis- 
missing an opposition, as it was shown that such deceptive use of the 
registration notice was begun through a misapprehension and discontinued 
as soon as the mistake was discovered. 146 


Where appellant, after giving in its application January 10, 1921, as 
the date of its alleged adoption of a trade-mark consisting of a yellow 
label with two annular red bands, attempted at a later hearing to amend 
the statement so as to read “on or before the year 1909,” but furnished 
no proof in corroboration thereof, the evidence held insufficient to overcome 
concurring decisions of the Patent Office. Moreover, the fact that for 
many years they sold appellee’s goods bearing the mark in dispute and 
made no protest was persuasive that they had no intention of appropriating 
such color combination as a trade-mark. 180 


The fact that appellee, subsequent to the cancellation of appellant’s 
mark in an earlier proceeding, advertised that fact in a local paper, was 
not sufficient to support the defense of “unclean hands” in a trade-mark 
opposition between the parties, particularly as it was shown that appellee 
made no misleading or fraudulent statement. 239 


In an opposition brought by the owner of the trade-mark “Lucky” 
to the registration of the mark “Lucky Strike,” the fact that the words 


“Lucky Hit” were registered prior to the registration of the opposer’s 
mark, held immaterial. 341 


a. Res Adjudicata. 
In deciding as to the registrability of two trade-marks alleged to be 
conflicting, a decision of the Federal Court in litigation between the parties 
bearing on the same point held not to be res adjudicata. 414 


II, 13, § 11. Review of Decision. 
In a motion for rehearing in a trade-mark opposition where appellant 
introduced new grounds for appeal, a rehearing was denied. 196 


II, 17. CaNncELLaTIon. 


II, 17, § 2. Who May Apply. 

Where petitioner for cancellation in a previous opposition proceeding 
between the parties had denied there was confusing resemblance between 
the marks in question, held that petitioner had not shown sufficient interest 
to sue for cancellation. 55 
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The registrant of a mark for use on cut-out dolls held without grounds 
to apply to cancel same mark used on canned vegetables. 269 


Appellant, a manufacturer of cork board, largely used as insulating 
material, brought suit, under Section 13 of the Act, to cancel the regis- 
tration of the trade-mark “Rock Cork” used on similar goods. Held that, 
inasmuch as appellee’s goods, although of mineral origin, possessed cer- 
tain properties of both rock and cork, and bore on the labels a clear state- 
ment of their mineral origin, appellant had no grounds, on the score of 
damage, to sue for cancellation. 300 


In order to apply for a cancellation of a registered trade-mark, if 
such mark consists of a descriptive word, it is not necessary that the 
petitioner should be making a trade-mark use of the word as filed; it is 


only necessary that he prove that he has been damaged by the registration 
thereof. 382 


Where both appellant and appellee used the words “herbs and iron” 
as a part of their trade-marks, but differentiated the same by the use 
of the proper name “Spicer’s” and “Bull’s,” respectively, held that the 


marks were not confusingly similar, and the petition for cancellation was 
dismissed. 406 


II, 17, § 4. Pleading and Practice. 


Inasmuch as Section 17 of the Trade-Mark Act of 1905 provides that 
the aggrieved party has a right to bring action for cancellation “at any 
time,” the mere passage of time held not to be a bar to the right of can- 
cellation by a prior user. 130 


II, 17, § 5. Evidence. 
Where petitioner established only slight use of a mark, as against a 


long period of advertising and use by registrant, held no proof of injury 
was shown to justify cancellation. 212 


In a proceeding to cancel a trade-mark consisting of the words “W. H. 
Bull’s Iron” and a pictorial device, registered under the ten-year clause 
of the Act, on the ground of appellant’s use of the words “Spicer’s Nux 
Herbs and Iron,” held that, even though the descriptive words “herbs and 
iron” appear in appellee’s mark, they had acquired a secondary meaning. 
Nevertheless, appellee had the right to use the words in their primary sense, 
provided such use did not mislead the public. 406 
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Where, in a suit brought to cancel the mark “Milk of Magnesia,” 
registered under the ten-year clause of the act, it was shown that said 
words were used as a trade-mark during the ten-year period by others 
than registrant, and the latter made no effort to stop such use, such evi- 
dence held proof of intent to abandon. Therefore, a decision decreeing 
the cancellation of the registration was affirmed. 487 


In the case at issue, where no adverse trade-mark use of the words 
“Leche de Magnesia” was shown during the ten-year period, registration 
by appellant held valid, and the decision decreeing its cancellation was 
reversed. 487 


a. Res Adjudicata. 

In a suit brought to cancel the registration of the words “Blue Goose” 
as a trade-mark for canned fish on the ground of prior use on fresh and 
canned fruits and vegetables, nuts, figs and dates, where it appeared 
that the same issues were, or could have been presented in an opposition 
suit between the parties when appellees’ mark was registered, the decision 
dismissing appellant’s opposition, held res adjudicata, and the Commis- 
sioner’s decision dismissing the suit for cancellation was affirmed. 44 


II, 17, § 7. Cancellation by Suit in Equity. 
The jurisdiction of a district court under Section 4915, Revised Statutes, 
held to extend to a cancellation proceeding brought on appeal from a 


decision of the Commissioner of Patents or of the Court of Appeals of 
the District of Columbia, even though such appeal was pending when 
the amending clause authorizing such extension went into effect, provided 
the time for filing the appeal had not expired. 487 


II, 17, § 9. Under Act of 1920. 
Where petitioner proved use of mark long prior to date claimed by 
registrant, held the registration should be cancelled. 482 


II, 21. Priyt anp Laser REGISTRATIONS. 

The words “Le Page Push-Up Wave” held unregistrable as a print for 
an article described as a permanent wave in dressing women’s hair, since 
they are not used on an article of manufacture. 222 


am 


A print bearing the notation “High Grade Food Stores, United for 
Service, Quality and Economy,” held unregistrable, since it does not 
describe an article of manufacture. 640 
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III. UNFAIR COMPETITION. 
III, 1. Narure anv Basis or Wronc. 


III, 1, § 1. Definition. 
In dealing with unfair competition cases, first impressions as to appear- 
ance should be given weight. 13 


In order to afford grounds for relief in unfair competition, the simula- 
tion must be of such a nature as to deceive the common buyer or a buyer 
exercising ordinary prudence. 73 


Unfair competition may exist, not alone in the sale of goods of the same 
character, but in the unfair appropriation and use of the trade-name of 
another with the intent thereby to profit in the sale of goods either of a 
related character or that suggest the origin of the name appropriated. 592 


III, 1, § 2. Compared with Infringement of Trade-Mark. 
Unfair competition cannot be protected alone on the use of another's 
trade-mark if the same is invalid, unless it is used in such a way as to be 
a fraud on the public. 287 


III, 1, § 3. Competition Necessary. 
In order that there may be unfair competition, there must be actual 


competition shown from specific instances or as an actual tendency of 
defendant’s acts. 360 


III, 1, § 6. Deception. 

A method of competition inherently unfair does not cease to be unfair 
because the falsity of the representation has become so well known to 
the trade that dealers, as distinguished from consumers, are no longer 
deceived. 547 


III, 2. UNrarrness 1n CoMPETITION. 


III, 2, § 1. Imitating Appearance of Article. 

Sometime after appellant had adopted for its room heaters the shape 
and appearance of a “Victrola” phonograph cabinet, which heaters it 
marked plainly in front with its name and its trade-mark “Heatrola,” 
appellee began to put out a similar heater, also patterned after a “Vic- 
trola,” with its name and its trade-mark “Washington Home Furnace,” 
displayed interiorly on the doors of the fire-box. While assuming that 
appellant’s mark “Heatrola” had acquired a secondary meaning as 
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identifying any cabinet heater sc patterned as appellant’s product, held, 
nevertheless, that in view of the nature of the goods and the attention 
thereto naturally paid by prospective purchasers, appellee’s heaters were 
sufficiently differentiated to avoid confusion. 1 


Where, after plaintiff had sold its fixture switch devices and identified 
them to the public by a distinctive shape and appearance long enough to 
give them a secondary meaning, under the mark “Levolier,” the sale by 
the defendant of devices having the same general appearance was enjoined 
as unfair competition. 14 


In an action for alleged unfair competition in passing off defendants’ 
show window for plaintiffs’, it was held that, notwithstanding certain 
similarities in the respective goods, there was no unfair competition, inas- 
much as defendants’ product was sold at a higher price, was distinguished 
by the words “Kingston Store Front System” and no deception of pur- 
chasers was shown. 598 


III, 2, § 2. Imitating Structural Elements. 
Functional elements may be copied in so far as it is necessary to 
reproduce their essential functional characteristics, but not their form. 13 


III, 2, § 4. Imitating Labels. 
Defendant’s use of a label and container similar in size, shape, coloring, 
arrangement of printed matter and in general appearance to those used 
by plaintiff, held unfair competition. 509 


III, 2, § 6. Names. 


a. Personal Names. 

Appellee, a competitor of appellant in the manufacture of a confection 
known as “Rademaker’s Hopjes,” having begun use of the mark subse- 
quent to that of appellant, was required to clearly distinguish his goods 
from the latter’s by changes in the color of the labels, and by substituting 
the phrase “Formerly connected with the original Rademaker,” for the 
words “None genuine without this signature.” 223 


In an action brought by a member of a co-partnership, namely, Harry 
Palu, to enjoin defendant from the use of the family name in its corporate 
title, the evidence held not sufficient to prove agreement between partners 
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to the effect that at dissolution of the partnership, the firm name and 
trade-marks were to belong to a certain partner. 557 


The use by defendants in their business of the name “De Guile,” after 
the conveyance to them of the business and good-will formerly identified 
by such name, was not unfair competition. 563 


b. Corporate Names. 

Where, after plaintiff had for many years operated retail stores for 
the sale of groceries, fruits, meats and vegetables under the symbol 
“A. & P.” and had identified such stores to the public as “A. & P.” stores, 
the use by defendant on its market, located twelve blocks from defendant’s 
store, of the name “A. & P. Meat Market, Inc.,” or of a similar wording, 
was enjoined as unfair competition. 18 


In a suit brought to restrain use of the name “Standard Oil Company 
of Maine,” the decree of the lower court was modified so as to protect 
appellee only in the State of New York, the New England States, and in 
any foreign country wherein it does business. 107 


Where, after plaintiff had adopted and popularized the name “Lincoln” 
as a trade-mark for new and used motor cars, and had established selling 
agencies throughout the country for dealing therein, the use by defendant, 
a dealer in new and used automobiles, of the word “Lincoln” in its corpo- 


rate name was enjoined as unfair competition, particularly as the respec- 
tive places of business were located near each other and several instances 
of confusion were shown. 456 


In the absence of any express clause in the contract between plaintiff 
and defendant prohibiting the latter from using the word “Audak” in its 
corporate name, held that no injunction should be granted. 471 


The adoption and use by plaintiff of the word “Victor” in its corpo- 
rate name and as a trade-mark for radio apparatus twenty years after 
such word was applied by defendant and its predecessors as a trade-mark 
to talking machines, held unfair competition. 474 


In the case at issue, where defendant, organized later than plaintiff, 
embodied in its corporate name the word “Standard,” but there was no 
evidence of bad faith, or confusion on the part of clients as to the respec- 
tive companies, held there was no unfair competition. 551 
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c. Trade-Names. 

The use by appellee of the trade-name “Prang’s Prismex,” and the 
slogan “When you see Prismex, think of the Prang Company,” after it 
had by contract granted appellant the exclusive right to use the name 
“Prang” on such goods, held to be in violation of contract. 441 


A trade-name is not strictly a trade-mark, but is generally governed 
as to its use and transfer by the same rules as a trade-mark. The name 
“De Guile,” used in connection with a beauty shop, held to be a trade- 
name. 563 


h. Effect of Contract. 

Where, after appellee had by contract granted appellant the right to 
use the name “Prang” and the monogram “P. Co.” on certain specified 
goods, the use by appellee of said symbols on similar goods, sold to it 
by other manufacturers, held unfair competition. 441 


III, 2, § 7. Descriptive Terms. 
Although a coined word gives the adopter more extensive rights than 
a word of general usage, even though a part of the corporate name, 
plaintiff's rights to the word “Certain-Teed” held not to be as broad as 
they would be if the word had no meaning at all. 433 


III, 2, § 10. Advertising. 
Where appellant advertised its product nationally by the use of a 


colored print and the slogan “No, this is not a phonograph,” the use by 
appellee of a similar colored print and the slogan “No, this is not a ‘Vic- 


: 


trola’” was enjoined as unfair competition. 1 


A former decision by the court restrained defendant from the use 
of the phrase, “No, this is not a victrola,” on the ground of plaintiff's 
prior use of the slogan, “No, this is not a phonograph.” Inasmuch as it 
appeared at the rehearing that plaintiff had not used said slogan, but 
only the words “Looks like a phonograph, but is a furnace,” the former 


decision was vacated, and that of the lower court, dismissing the bill of 
complaint, affirmed. 455 


III, 2, § 12. Federal Statutes. 


a. Trade Commission Act. 
The sale by respondent of its “Good-Grape” beverage to the extent of 
seventy million bottles annually held to prove that a substantial public 
interest was involved. 17 
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Although respondent changed its practice after the original order of 
the Commission was issued, the Commission had, nevertheless, the right 
to issue a modified order upon the original record. 77 


Where the original order of the Commission would place respondent 
upon an unequal footing with other soft drink manufacturers, the order 
was amended so as to permit respondent to continue the use of the word 
“Good-Grape,” provided a statement that the product is an imitation, 
artificially colored and flavored appeared prominently on the containers. 77 


The use by respondent of the name “Good-Grape” on bottles containing 
a beverage artificially colored and flavored, whereon appeared in very 
small letters the phrase, “Modification, artificially colored and flavored,” 
held to be a method unfair to respondent’s competitors and calculated 
to divert trade and injure the business of the said competitors. 77 


The use by petitioners of the term “Sani-Onyx” to distinguish a sub- 
stance made from silica and sold in slab form as a substitute for onyx 
or marble, both of which it resembled, held an unfair method of competi- 


tion. 547 


Where respondent advertised an obesity cure that was shown to act 
injuriously on many users and to deceive the public, but no actual com- 
petition in commerce was proven, the decree of the lower court reversing 
an order of the Federal Trade Commission was affirmed. 575 


The fact that the petitioner had registered the words “Satinmaid” and 
“Satinized” for use on a cotton fabric made in a satin weave gave it no 
unlimited sanction to such use when it would deceive. 585 


Held that an order of the Federal Trade Commission to cease and 
desist from putting out a cotton fabric made with a satin weave under 
the name “Satinmaid” and “Satinized” should be modified so as to permit 
the use of such words with the notation that cotton was used in its manu- 
facture, inasmuch as the words when thus used would not be decep- 


tive. 585 


The Federal Trade Commission is granted authority by the act to take 
action only under these conditions: (1) When the methods complained 
of are unfair; (2) when they are methods of competition in commerce; 
and (3) when a proceeding to prevent their use would be in the interest 
of the public. When, therefore, no competition was shown to exist between 
the respondent and others, the Commission held without authority to issue 
order. 575 
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Appellant had for many years manufactured and sold an artificial 
building material, composed of crushed natural stone and Portland cement, 
under the designation “Krotex stone,” “Kro-tex” cast stone and “Pink 
Marble.” Held that, inasmuch as petitioners’ principal product was known 
as cast stone by architects, contractors and other persons engaged in 
building, as well as by several departments of the government, and no 
evidence of deception was found, the petition to remand the order of the 
Federal Trade Commission should be granted. 589 


The Federal Trade Commission is authorized to act only in the public 
interest and to justify it in filing a complaint, the public interest must be 
specific and substantial. The remote possibility of private injury is not 
enough, therefore, to authorize the Commission to issue a “cease and 
desist” order. 589 


III, 2, § 19. Other Instances. 

Although plaintiff had through long use given to its trade-mark 
“Hygrade” a secondary meaning as identifying its food products, the use 
by defendant on its place of business of the trade-name “High Grade Food 
Stores” held not to be unfair competition, as such use was not calculated 
to deceive a purchaser exercising ordinary prudence. 73 


Appellant, a retail department store, sold for a time shoes made by 
appellee bearing the trade-mark “Ye Olde Tyme Comfort,” but later sub- 


stituted therefor shoes made by another manufacturer, on which it stamped 
the words “All Time Comfort.” Appellant held guilty of unfair com- 


petition, and the decree of the lower court granting injunction was 
affirmed. 228 


Where appellant was first to apply to a Seattle moving picture theater 
the name “Paramount,” it could not later enjoin the use thereof by a 
subsidiary of Paramount Publix Corporation, whose predecessors first 
made national use of the word, particularly as the two theaters were 
located four miles apart and catered to an entirely different clientele. 294 


In a suit to enjoin appellee in the use of a formula for the manufacture 
of a waterless cleanser, held that, inasmuch as there was no agreement 
between the parties prohibiting appellee from engaging in the cleaning 
business after severing relations with appellant, and as the product manu- 
factured by the former was not the same as that put out by the appellant, 
the decision of the lower court dismissing the complaint should be 
affirmed. 354 
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Plaintiff began in 1919 in Detroit, Mich., a business of selling house- 
hold appliances under the name of “The Good Housekeeping Shop,” and 
subsequently extended said business to several other cities, not including 
Grand Rapids, in which defendants’ were located, said plaintiff dealing 
largely in household devices tested and recommended by Good House- 
keeping Institute. Defendants subsequently began in Grand Rapids to sell 
household appliances under the trade-name, The Good Housekeeping 
Shop, but there was no evidence of confusion in business between the 
parties, nor of deception to the public. Held that, inasmuch as there was 
no actual competition and that there was no plan of expansion on the part 
of plaintiff to establish a store in Grand Rapids, the decree dismissing the 
bill should be affirmed. 360 











The use by plaintiff on mortgages of the slogan “A guaranteed mort- 
gage is a certainteed income,” held not to be unfair competition as against 
the plaintiff, Certain-Teed Products Corporation, engaged in selling roofing 
and other building material, inasmuch as no deception or confusion of the 
public was shown. 433 




















The use by appellant in its catalogue of the phrase “No. 13 pads 
punched same as former Columbian No. 33 and Perfection No. 3” and 
similar statements, held unfair competition, since the word “former” may 
well be understood to mean pads manufactured by appellee, as well as 
those made by appellant, thus implying a discontinuance of manufac- 
ture. 502 





III, 3. Surrs ror Unrarr ComPETITION. 
III, 3, § 3. Pleading and Practice. 


a. Joinder of Actions. 

In an action brought by several dealers in coal to restrain the use by 

defendants of the name “Pocahontas” on coal not mined in the Pocahontas 

q coal field, defendants’ contention that the amount involved must apply to 
each of the plaintiffs and against each defendant, held unfounded, inas- 

much as the trade-name involved was a right in common to appellees and 
indivisible among them. 495 










III, 3, § 4. Evidence. 







a. Secondary Meaning. 
When a descriptive term has come to mean to the public, through 
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long association, the goods of a particular manufacturer, the later user 
of the term must so distinguish it from the mark of the prior user that 
the public will not be deceived. 73 


The word “Standard” and the name “Standard Oil Company,” used in 
connection with petroleum products, held to have a secondary meaning. 107 


The adoption and use by plaintiff and its predecessors in Holland and 
the subsequent widespread and long-continued sale in the United States 
of a confection bearing the trade-mark “Rademaker’s Hopjes,” held to 
have given said words a secondary meaning indicating exclusively appel- 
lant’s products. 223 


Secondary meaning arises only when a mark has been used so long by a 
single producer that it has come to identify exclusively his product to the 
public. 287 


Although the word “Auto-Tow-Line” may be descriptive of ropes for 
towing autos, where the lower court had held it to have required a second- 
ary meaning exclusively identifying plaintiff's mark, said word could not 
be simulated by another. 351 


In the case at issue, the mark “4711,” as applied to eau de cologne, 
held to have acquired a “secondary meaning” exclusively identifying the 
product made in Cologne under a secret formula. Therefore, defendant, 
organized by the German house later than plaintiff, as United States 
selling agents of the former, could not be restrained from using the mark 
on eau de cologne imported from Germany; but as to products not manu- 
factured under the secret formula the use of the “4711” trade-mark by 
defendant was enjoined. 423 


In an action brought by plaintiff, Standard Accident Insurance Com- 
pany, to enjoin the use by defendant, Standard Surety & Casualty Com- 
pany of New York, of the name “Standard,” where it appeared that defend- 
ant had received licenses to do business under such name in forty-three 
states; that several other insurance companies used the word in their 
corporate names, and that plaintiff’s advertising of the name “Standard” 
was addressed to insurance agents and brokers, rather than to the gen- 
eral public, held that the name had not acquired a “secondary meaning” 
as exclusively identifying plaintiff company. 551 


xlvi 





III, 3, § 5. Defenses. 
The fact that appellant had registered the word “Sani-Onyx” as a trade- 


mark held no protection, if such mark was used as a part of unfair methods 
of competition. 547 


a. Laches. 


A delay of three years in bringing action to enjoin defendants’ use of 
the words “Wonder Pocahontas” on coal held not sufficient to support the 
defense of laches. 495 


b. Estoppel. 
Appellee could not plead as a defense the fact that appellant was not 
doing business in the same territory, inasmuch as equity will enjoin a 
threatened wrongdoing before it occurs. 107 


Where manufacturers of carbon paper used the same trade-name, 
“Black Diamond,” without knowledge of each other, in a later action of 
the one to enjoin the other from use of a registered trade-mark, held that 
failure of the plaintiff to prosecute its business and keep its trade-name 
before the public estopped it from claim to an exclusive right to the name, 
as against others who had in good faith brought their wares before the 
public under the same trade-mark. 231 
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